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DETAILED ACTION 

1 . This is the initial Office Action based on the 10/538,336 application filed on June 
10, 2005. Claims 1-17, as a 371 of PCT/IB03/05217 filed on 1 1/14/2003, which claims 
benefit of European application No. (EPO) 02080273.2; filed on 12/13/ 2002; are 
currently pending and have been considered below. 

Claim Objections 

2. Claims 15 is objected to because of the following informalities: at line 2 of claim, 
recites "marling" is typo of "marking". Appropriate correction is required. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 

obviousness rejections set forth In this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or deschbed as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1-13, and 16-17 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over US 2002/0136533 A1 published by Hideo Ando et al. (hereinafter 
Ando); in view of US 2003/0204848 Al published by David J. Cheng et al. (hereinafter 
Cheng) 

Regarding claim 1: Fig. 1 of Ando depicts "a system" includes "a recording apparatus 
[101] to [104]" for recording programs from "a receiver " includes input section [107] and 
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tuner [108] " that receive receivable programs" as audio, video and data signals, and in 
Fig. 9; Ando also discloses "a comparator" [MPU 101] compares a primary text 
information as "a recorded search instruction" stored in "a recordable medium [10] with 
program information on the receivable programs and the primary text information as "a 
recorded search instruction" stored in "the recordable medium [10] (Ando, (][0028 to 
1[0032),(1I103 to1I107) and 1[0130 to 1[145) 

However, Ando fails to disclose "if the particular one of the receivable programs 
matches the recorded search instruction stored in the recordable medium [10] to record 
a particular one of the receivable programs on the recordable medium. 

In an analogous art directed toward a similar problem namely improving the results from 

matching the recorded search instruction. Fig. 3 of Cheng illustrates other record events 
[232] as a smart record event wherein the user indicates that he or she desires to 
record all programs that have a " particular one of the receivable programs matches the 
recorded search instruction stored in the recordable medium ".(Cheng, 1|0035,1|0036). 
Accordingly, it would have been obvious to someone having ordinary skill in the art at 
the time of the invention was made to modify a recording apparatus of Ando with a 
recording process system as taught by Cheng to prevent conflict at least one already 
recorded program to free sufficient space to record the program matching". 

Regarding claim 2: A system as claimed in claim 1, Fig. 12 of Ando shows "wherein 
the recorded search instruction comprises an indication of a specific type of program to 
be recorded on the recordable medium" (Ando, 1[0177 to 1[0189). . 
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Regarding claim 3: Same limitation of claim 1 . So, claim 3 has the same ground 
rejection as claim 1 . (See discussion in claim 1) 

Regarding claim 4: A recording apparatus as claimed in claim 3, Fig. 12 of Ando 
shows "wherein the recorded search instruction comprises an indication of a specific 
type of program to be recorded on the recordable medium" (Ando, 1|0177 to 1|0189). . 

Regarding claim 5: A recording apparatus as claimed in claim 4, Fig. 1 of Ando shows 
further comprising "an information receiver [108] for receiving the program information 
indicating a type and times of occurrence of the receivable programs to supply the 
program information to the comparator [MRU 101] "((Ando, lf0122 and (110177 to 
110189)). 

Regarding claim 6: A recording apparatus as claimed in claim 5, wherein the 
information receiver comprises a teletext receiver [204] for scanning teletext pages 
containing the program information (Ando, 1[0135). 

Regarding claims 7, 8: A recording apparatus as claimed in claim 3, Ando reference is 
deficiency with "further comprising a controller for checking whether a still free space on 
the recordable medium is sufficient to record the receivable program matching the 
specific type of program, to record the program matching in the free space, if sufficient, 
or to delete at least one already recorded program to free sufficient space to record the 
program matching". 

In an analogous art directed toward a similar problem namely improving the results from 
free space on the recordable medium for recording , Cheng teaches a recording device" 
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further comprising a controller for checking whether a still free space on the recordable 
medium is sufficient to record the receivable program matching the specific type of 
program, to record the program matching in the free space, if sufficient, or to delete at 
least one already recorded program to free sufficient space to record the program 
matching ".(Cheng, 1|0052, 1|0054, 1|0055) 

Therefore, it would have been obvious to someone having ordinary skill in the art at the 
time of the invention was made to modify a recording apparatus of Ando with a 
recording process system as taught by Cheng to delete at least one already recorded 
program to free sufficient space to record the program matching". 

Regarding claim 8: A recording apparatus as claimed in claim 7, Cheng also teaches a 
series record event [226] is scheduled the recording device to record each episode of 
"the already recorded program", the series record event 226 "comprises a recorded 
program recorded earliest". (Clieng, 1|0033) 

Regarding claim 9: A recording apparatus as claimed in claim 3, wherein the recording 
apparatus [102] is a recorder for recording programs on an optical medium [10], and 
wherein the programs are TV-broadcast programs (Ando, ][0093). 

Regarding claim 10: A recording apparatus as claimed in claim 3, Fig. 1 of Ando 
shows "wherein the recording apparatus is a DVD-recorder "(Ando; ][0102). 

Regarding claim 11: A recording apparatus as claimed in claim 1, Fig. 1 of Ando 
discloses the recordable medium is a removable recordable medium [an optical disc 
[10] as DVD type], (1[0201), the recording apparatus [101 to 104] further comprises a 
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further storage medium [105] (1|0105), and the comparator is adapted for further 
comparing the recorded search instruction with program information on programs 
recorded on the further storage medium, to record on the recordable medium a 
particular one of the programs recorded only if the particular one of the programs 
recorded matches the recorded search instruction (see claim 1 rejection). 

Regarding claims 12, 13: A recordable medium for use in the system of claim 1 , Fig. 1 
of Ando depicts the recordable medium [10] comprising the recorded search instruction 
(Ando, Figs. 1, 9, 1|0019 to 1|0032) wherein comprises an indication [IDCD] of a 
specific type of program to be recorded on the recordable medium (HOI 85 to HOI 89). 

Regarding claim 16: A method of recording programs on a recordable medium has the 
same limitation of claim 1 . Claim 16 has the same ground rejection of claimi . 

Regarding claim 17: A method as claimed in claim 16, claim 17 has the same limitation 
of claims 12 and 13. So, claim 17 has the same ground rejection of claims 12 and 13 
combination. 

5. Claims 14,15 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
US 2002/0136533 A1 published by Hideo Ando et al. (hereinafter Ando) and US 
2003/0204848 Al published by David J. Cheng et al. (hereinafter Cheng), in view of US 
2003/0012562 Al published by Nabil M. Lawandy et al. (hereinafter Lawandy). 
Regarding claim 14: A recordable medium as claimed in claim 12, neither Ando nor 
Cheng teaches "the recordable medium further comprises a visible marking indicating 
the recorded search instruction". 
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In an analogous art directed toward a similar problem namely improving the results from 
a visible marking indicator ; Lawandy teaches "a visible marking indicator"[432] as 
marking for "the recorded search instruction" (Lawandy, 1|0088). Therefore, it would 
have been obvious to someone having ordinary skill in the art at the time of the 
invention was made to modify a recording apparatus of Ando and Cheng with a a visible 
marking as taught by Lawandy to provide enhanced identification, authentication and 
encoding capabilities for various articles of manufacture, including media containing 
optically readable information. More specifically, a need exists to rapidly produce 
images, text, or other optically encoded information on the read side of optical media. 
Further more, the method should not interfere with the performance of data readout 
from the optical media.( 1|0015) 

Regarding claim 15: A recordable medium as claimed in claim 13, neither Ando nor 
Cheng teaches "wherein the visible marking comprises a text and/or image label 
indicating the specific type of program to be recorded." 

In an analogous art directed toward a similar problem namely improving the results from 
a visible marking indicator; Lawandy teaches "a visible marking indicator" [432] as 
marking for a text and/or image label indicating the specific type of program to be 
recorded." (Lawandy, 1|0054, 1|0098). Therefore, it would have been obvious to 
someone having ordinary skill in the art at the time of the invention was made to modify 
a recording apparatus of Ando and Cheng with a a visible marking as taught by 
Lawandy to provide a need exists to rapidly produce images, text, or other optically 
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encoded information on the read side of optical media. Further more, the method should 
not interfere with the performance of data readout from the optical media.( 1|0015) 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ALAN LUONG whose telephone number is (571)270- 
5091 . The examiner can normally be reached on Mon.-Thurs., 8:00am-5pm EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Scott Beliveau can be reached on (571 ) 272-7343. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EEC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/A. L./ 

Examiner, Art Unit 2623 
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